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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Livingston International

Granted to Date
of previous
extension

08/18/2013

Address 405 The West Mall, Suite 400
Toronto, ON M9C 5K7
CANADA

Attorney
information

Lori Lesser
Simpson Thacher & Bartlett LLP
425 Lexington Avenue
New York, NY 10017
UNITED STATES
llesser@stblaw.com, agregorian@stblaw.com

Applicant Information

Application No 85635363 Publication date 02/19/2013

Opposition Filing
Date

08/19/2013 Opposition
Period Ends

08/18/2013

Applicant New Livingston S.p.a.
Via Giovanni XXIII, 206
Cardano Al Campo (VA), 21010
ITALY

Goods/Services Affected by Opposition

Class 039.
All goods and services in the class are opposed, namely: Transport of persons and goods by air;
packaging and storage of goods; travel arrangement, namely, services for arranging transportation by
air

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Application/
Registration No.

NONE Application Date NONE

Registration Date NONE

Word Mark LIVINGSTON

Goods/Services customs brokerage; trade compliance; international trade consulting
and global trade management services; and international freight

http://estta.uspto.gov


forwarding services

U.S. Application/
Registration No.

NONE Application Date NONE

Registration Date NONE

Design Mark

Goods/Services customs brokerage; trade compliance; international trade consulting
and global trade management services; and international freight
forwarding services

Attachments Livingston.jpg
New Livingston Opposition.pdf(943007 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /s/ Lori Lesser

Name Lori Lesser

Date 08/19/2013



 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
LIVINGSTON INTERNATIONAL INC.  ) 
   Opposer,   )  Opposition No.: ______________ 
       ) Serial No.: 85/635,363 
       ) Filing Date:  May 25, 2012 
  v.     ) Mark:  LIVINGSTON 
       )  KpvÓn"Encuu< 39     
       ) Published: February 19, 2013 
NEW LIVINGSTON, S.p.A.       )  
   Applicant.   ) 
       ) 
 

NOTICE OF OPPOSITION 

Trademark Trial and Appeal Board 
U.S. Patent and Trademark Office  
Madison East, Concourse Level Room C 55 
600 Dulany Street 
Alexandria, VA 22314 
 
 Qrrqugt"Nkxkpiuvqp"Kpvgtpcvkqpcn"Kpe0"*ÐOpposerÑ+"ku"cp"Qpvctkq"eqtrqtcvkqp"ykvj"kvu"

principal place of business located at 405 The West Mall, Suite 400, Toronto, Ontario M9C 5K7.  

 Opposer believes that it will be damaged by the registration of the stylized mark 

LIVINGSTON (Ser. No. 85/635,363) and hereby opposes grant of the registration.  Opposer 

submits the required fee of $300 along with this Notice of Opposition.   

 As grounds for opposition, Opposer alleges as follows: 

1. Opposer is the exclusive licensee  of vjg"octm"NKXKPIUVQP"*ÐQrrqugtÓu"

MarkÑ+."cu"c"yqtf"octm."uv{nk¦gf"octm"cpf"nqiq."rwtuwcpv"vq"c"ytkvvgp"nkegpug"citggogpv"yith the 

ewttgpv"qypgt"qh"vjku"vtcfgoctm."Wpkvgf"Rctegn"Ugtxkeg"qh"Cogtkec."Kpe0"*ÐUPSÑ+0"" Opposer is the 

imminent successor in interest in OpposerÓs Mark and will promptly inform the United States 

Patent and Trademark Office (ÐPTOÑ) of ownership of OpposerÓs Mark. 
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2. UPS (and/or Opposer in its capacity as exclusive licensee) have used 

QrrqugtÓu"Octm"gzvgpukxgn{"cpf"eqpvkpwqwun{"kp"eqoogteg"kp"vjg"Wpkvgf"Uvcvgu."htqo"cv"ngcuv"cu"

early as 1993, generating strong common-law rights in such mark.  

3. Opposer has standing under Section 43(a) of the Lanham Act, 15 U.S.C. 

§ 3347*c+."vq"dtkpi"vjku"Pqvkeg"qh"Qrrqukvkqp"dcugf"wrqp"kvu"gzenwukxg"nkegpug"vq"QrrqugtÓu"Octm0"""" 

4. On May 25, 2012, Ney"Nkxkpiuvqp."U0r0C0"*ÐApplicantÑ+"hkngf"cp"kpvgpv-to-

use application with the PTO to register the mark LIVINGSTON (Ser. No. 85/635,363) in 

Kpvgtpcvkqpcn"Encuu"5;"hqt"wug"kp"eqppgevkqp"ykvj"Ð]v_tcpurqtv"qh"rgtuons and goods by air; 

packaging and storage of goods; travel arrangement, namely, services for arranging transportation 

d{"cktÑ"*ÐCrrnkecpvÓu"OctmÑ+0""C"rtkpvqwv"qh"vjku"crrnkecvkqp"htqo"vjg"RVQÓu"qhhkekcn"ygdukvg"nqecvgf"

at www.uspto.gov is attached hereto as Exhibit A.   

5. Qp"Hgdtwct{"3;."4235."CrrnkecpvÓu"vtcfgoctm"crrnkecvkqp"ycu"rwdnkujgf"hqt"

opposition in the Official Gazette.  Opposer filed a 90 day request for extension of time to oppose 

on March 20, 2013.  Opposer subsequently contacted Applicant, and both parties have attempted 

and are attempting in good faith to negotiate an amicable settlement of the dispute underlying this 

Opposition.  Pending such negotiations, Opposer filed an additional 60 day request for extension of 

time to oppose with the consent of Applicant on June 13, 2013, which was granted by the PTO.  

6. Opposer offers in U.S. commerce, among other services, customs brokerage, 

trade compliance, international trade consulting and global trade management services, and 

international freight forwarding services.      

7. Ceeqtfkpi"vq"kvu"crrnkecvkqp."Crrnkecpv"kpvgpfu"vq"tgikuvgt"CrrnkecpvÓu"Octm"

for use in connection with similar services.  Ceeqtfkpi"vq"CrrnkecpvÓu"ygdukvg"cv"
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yyy0nkxkpiuvqpckt0kv."Crrnkecpv"Ðqrgtcvgu"pcvkqpcn."kpvgtpcvkqpcn"cpf"kptercontinental flights mainly 

htqo"kvu"dcug"cv"vjg"cktrqtv"qh"Okncp"OcnrgpucÑ0""See Exhibit B. 

8. Vjg"tgikuvtcvkqp"cpf1qt"wug"d{"Crrnkecpv"qh"vjg"CrrnkecpvÓu"Octm"kp"

eqppgevkqp"ykvj"vjg"ciitgicvg"qh"iqqfu"cpf"ugtxkegu"fguetkdgf"kp"CrrnkecpvÓu"crrnkecvkqp"ku"nikely to 

cause substantial confusion in the minds of the public, who may mistakenly believe that Opposer is 

chhknkcvgf"ykvj"Crrnkecpv."qt"gpfqtugu"qt"urqpuqtu"CrrnkecpvÓu"ugtxkegu."qt"ku"urqpuqtgf"qt"gpfqtugf"

by Applicant, in each case, in violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).  

9. For the foregoing reasons, Opposer will be damaged by the grant of 

tgikuvtcvkqp"qh"CrrnkecpvÓu"Octm."cpf"rwtuwcpv"vq"37"W0U0E0"¸"3274*f+."vjg"crrnkecvkqp"vq"tgikuvgt"

CrrnkecpvÓu"Octm"ujqwnf"dg"fgpkgf0
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 WHEREFORE, Opposer requests that this Notice of Opposition be sustained and 

that Applicant be denied registration of the application to register the mark LIVINGSTON (Ser. No. 

85/635,363). 

 

Respectfully submitted, 

      SIMPSON THACHER & BARTLETT LLP 

 

      By:       /s/ Lori E. Lesser 
Lori E. Lesser 
Alexis D. Gregorian 

 425 Lexington Avenue 
 New York, New York 10017 
 212-455-2000 (telephone) 
 212-455-2502 (facsimile) 
 llesser@stblaw.com 
 agregorian@stblaw.com 
 
 Attorneys for Opposer 

 
Dated:  August 19, 2013 
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